IN THE UNITED STATES DISTRICT COURT FOR md I LED
NORTHERN DISTRICT OF OKLAHOMA

MAR 1 7 1995
JOYCE J. BURLIN, "
icharg M. L
US. DISTAICT couReE™

)
Plaintiff, )
).
Vs. ) Case No. 92-C-478-B /
)
)
)
)
)

DONNA SHALALA, SECRETARY
OF HEALTH AND HUMAN
SERVICES,

Defendant.

ORDER e 20 B

This order pertains to Plaintiff's hioﬁon for New Trial of Order Entered February 8,
1995 (Docket #18)', and Defendant’s Motion to Alter or Amend Order (Docket #20). On
February 8, 1995, this court denied Pla‘inﬁﬂ’s Motion for Attorney Fees Pursuant to the
Equal Access to Justice Act ("EAJAM), 28 U.S.C. § 2412(d)(1), after finding that it retained
jurisdiction over this action pending a remand for testimony by a vocational expert and
that the remand did not constitute a final judgment.

Plaintiff's Motion for New Trial of Order Entered February 8, 1995 (Docket #18)
and Defendant’s Motion to Alter or Amend Order (Docket #20) are granted. Pursuant to
Rule 59(e), the court reconsiders its earlier decision and amends the order as follows.

Subsequent to its decisions in mu;m alli v. Hudson, 490 U.S. 877 (1989) and
Melkonyan v. Sullivan, 501 U.S. 89 (1991), the Supreme Court determined that a sentence

four remand pursuant to 42 U.S.C. § 405(g) was indeed a final judgment in Shalala v.

Schaefer, __ U.S. ___, 113 S.Ct. 2625, 125 L.Ed.2d 239 (1993). The Court ruled that

! whocket numbers” refer to numerical designations assigned sequentially 1o each pleading, motion, order, or other filing and are
included for purposes of record keeping only. 'Docket pumbers” have no independent legal significance and are to be used in
conjunction with the docket sheet prepared and maintainad by the United States Court Clerk, Northern District of Oldahoma.



a district court remanding a case pursuant to sentence four of § 405 must enter judgment
in the case and may not retain jurisdiction over the administrative proceedings on remand,
finding the sentence’s plain language authorizes a court to enter a judgment "with or
without" a remand order, not a remand order "with or without" a judgment. [d. at 2629.

The Court decided its ruling in Sullivan v. Hudson that fees incurred during
administrative proceedings held pursuant to a district court’s remand order may be
recovered under the EAJA does not apply where the remand is ordered pursuant to
sentence four of § 405(g). Id. at 2630-31. The Court also stated that, contrary to dicta
in Sullivan v. Hudson, a Social Security claimant who obtains a sentence-four judgment
reversing the Secretary’s denial of benefits meets the description of a "prevailing party” set
out in Texas State Teachers Ass'n v. Garland Independent School Dist., 489 U.S. 782, 791-
792 (1989). 113 S.Ct. at 2632.

The court’s December 14, 1994 order was a final judgment and Plaintiff is a
prevailing party entitled to fees and other expenses under the EAJA. Plaintiff's counsel
asks to be compensated at an hourly rate of $118.20. Under the EAJA, the statutory
maximum for attorney fees is $75.00 per hour. Counsel claims an entitlement to the
higher rate based on the increased cost of living since the enactment of the EAJA in 1981
as evidenced by the Consumer Price Index published by the United States Department of
Labor. Counsel claims as additional grounds for the $118.20 per hour rate his experience
in Social Security litigation and his continuing legal education in the area.

Section 2412(d)(2)(A) provides that: ". . . attorney’s fees shall not be awarded in

excess of $75 per hour unless the court determines that an increase in the cost of living or



a special factor, such as the limited availability of qualified attorneys for the proceedings
involved justifies a higher fee." Complete discretion is afforded district courts in awarding
attorney fees under EAJA. Pierce v. Underwood, 487 U.S. 552, 571 (1988); Headlee v.
Bowen, 869 F.2d 548, 551 (10th Cir.), cett. denied, 493 U.S. 979 (1989). According to
the CPI-Detailed Report, U.S. Department of Labor, Bureau of Labor Statistics (June 1994),
the Consumer Price Index for All Urban Consumers ("CPI-U") was 93.4 in 1981 and 147.2
in May of 1994. To compute the percentage of change, the old CPI-U is subtracted from
the new one, which leaves 53.8, that npumber is divided by the old CPI-U, which is .576,
and multiplied by 100, which results in a 57.6% change. The base rate for attorney’s fees
is $75.00 and 57.6% of that rate is $43.20. The total fee is the base rate plus the increase
in fee resulting from a higher CPI-U, or a total fee of $118.20. Counsel is entitled to
attorney’s fees in the amount of $2,511.75 for 21.25 hours at the enhanced rate of
$118.20 per hour, $15.00 for clerk time, and $127.10 for filing and mailing fees, or a total

amount of $2,653.85.

Dated this &4 day of M ' , 1995.

JOMN LEO WAGNER”
UNITED STATES MAGISTRATE JUDGE
s:BURLIN



IN THE UNITED STATES DISTRICT COURT FOR THE NORTHERN /
DISTRICT OF OKLAHOMA  RECEIVA U

FRANK G. MEFFORD and ) FIAR K 1995
WAYNE A. LAWHORN, ; onagl Lawredss CF;%_rk
Plaintiffs, ) o
) Case No. 92-C-359-B
V. )
)
HINDERLITER INDUSTRIES, )
INC., a Delaware corporation, )
AND HINDERLITER PROFIT )
SHARING PLAN AND TRUST, )
a plan under ERISA, ; \,T(..m H'A'rﬁf} ZQEI %)g (SJKET
Defendants. ) S

COME NOW the parties in the above styled and numbered cause and stipulate
to the dismissal of the above styled and numbered cause.
Respectfully submitted,

" FRASIER & FRASIER

‘Bteven R. Hickman OBA# 4172
-}700 Southwest Blvd., Suite 100
-P.0. Box 799

- Tulsa, OK 74101-0799
D18/584-4724

_-Attorneys for Plaintiffs

“and



_. AT

John J&mes J&kifis, in his capacity as Chapter
" 7 Trustee of Hinderliter Industries, Inc., pro se

600 N. Pearl Street, Suite 2400

Dallas, TX 75201

1-214-220-3131

5/7,'0(,@ oo T hen / (O tresS<c
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EJM/dse  Wodareki.3}dg

IN THE UNITED STATES DISTRICT COURT -
FOR THE NORTHERN DISTRICT OF OKLAHOMA

AMERICAN MANUFACTURERS MUTUAL
INSURANCE, COMPANY, an Illineois
corporation,

Plaintiff,

Case No. 93-C-825 K .

.\_/

vS.

STACEY ELAINE WODARSKI,

an individual; LLOYDS PROPERTY
MANAGEMENT CORP., a Delaware
corporation; SWITLYK PROPERTIES
& LIMITED PARTNERSHIPS, a

New Jersey corporation; and
DAVID ZARECKI, an individual,

et Soret Wt S S Vs Nl Tl et et W Vo Nt vut? sl Sl it

Defendants.

JUDGMENT BY DEFAULT OF DEFENDANTS LLOYDS
PROPERTY MANAGEMENT CORP., SWITLYK PROPERTIES
& LIMITED PARTNERSHIPS, AND DAVID ZARECKI

This matter comes on for hearing upon Application and
Affidavit of the plaintiff _thy' made for judgment by default
against defendants Lloyds 'F%@party Management Corp., Switlyk
Properties & Limited Partnerships, and David Zarecki. The
defendant Stacey Elaine Wodarﬁki appeared and actively litigated
this action through to an adverse Judgement filed October 27, 1994,
which she has appealed. It appears that the defendants, Lloyds
Property Management Corp. Switlyk Properties & Limited
partnerships, and David Zarecki, are in default and that plaintiff,
American Manufacturers Mutual Insurance Company, is entitled to

judgment declaring rights pursuant to its Complaint. This Court



. it

has examined the record and has determined that service has
properly and duly been obtained upon these three defendants.

IT IS THEREFORE ORDERED, ADJUDGED AND DECREED that, by
reason of their default, defendants Lloyds Property Management
Corp., Switlyk Properties & .Limited Partnerships, and David
Zarecki, cannot claim coverage under Policy No. 3MH640247-00 issued
by plaintiff American Manufacturers Mutual Insurance Company, for
any portion of the damages contained in an Order filed of record
October 23, 1992, in the District Court of Tulsa County, State of
Oklahoma, in an action styled Stacey Elaine Wodarski v. Lloyds
Property Management Corp. and David Zarecki, and bearing docket

number CJ-92-389.

JUDGE T UNITED STATES DISTRICT
COURT FOR THE NORTHERN DISTRICT OF
OKLAHOMA
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IN THE UNITED STATES DISTRICT COURT FOR HILED
NORTHERN DISTRICT OF OKLAHOMA
’ MAR 2 G 1995 )‘&

FRANCES HEBERT, ) .
) R'ﬂlgrdo?gﬁg?iggbcm
Plaintiff, ) < RT
) \/
v. ) 93-C-495-W
)
DONNA E. SHALALA, ) e e b
SECRETARY OF HEALTH AND ) et LD Oy DUC AL
HUMAN SERVICES, g pATE__MAR 2 0 1930
Defendant. )
JUDGMENT

Judgment is entered in favor of the Secretary of Health and Human Services in

accordance with this court’s Order filed March 20, 1995.

Dated this _<® # day of March, 1995.
Ll
JOEIN LEO WAGNER”

UNITED STATES MAGISTRATE JUDGE



IN THE UNITED STATES DISTRICT COURT FOR THE
NORTHERN DISTRICT OF OKLAHOMA

RUSSELL McINTOSH,
Plaintiff, - ‘
FILED
FAR 1 71995

Richard M. Lawr
US. DISTRICT Copge™

vs. No. 94-C-929-B

BANCOKLAHOMA MORTGAGE CO.,
et al.,

Nt B kP i Vit Vwnrt N ot Wnit® aiet®

Defendants.

STIPULATION OF DISMISSAL WITH PREJUDICE
AS TO BANCOKLAHOMA MORTGAGE CORPORATION

Come now the Plaintiff, Russell McIntosh, by and through his
attorneys, Braswell & Assoclates, Inc., and the Defendant,
BancOklahoma Mortgage Corporation, and hereby enter into a
stipulation of dismissal with prejudice, pursuant to Rule 41

(a) (1), Federal Rules of Civil Procedure.

g\l T i

Marilyn M. Wagner ichael T Braswell, OBA# 1082
Post Office Box 1046 BRASWELL & ASSOCIATES, INC.
Tulsa, OK 74101 3621 N. Kelley, Suite 100
Attorney fro BancOklahoma Oklahoma City, OK 73111

(918) 583-3600 Attorney for Plaintiff
. (405) 232-1950

Mdhd

Russell McIntosh, Plaintiff

mAd 20 s



A MAILING

I hereby certify that on this ! 2 :_r! day of March, 1995, a true and correct copy of the
above and foregoing document was mailed, with full and sufficient postage affixed thereon, to:

Jack 1. Gaither, Esq.
701 Beacon Building
406 South Boulder
Tulsa, OK 74103-3825

Mike Brogan, Esq.

Brogan & Brogan

2809 N.W. Expressway, Suite 380
Oklahoma City, OK 73112

F. Thomas Cordell, Esq.
John D. Marble, Esq.
Huckaby, Fleming, Frailey,
Chaffin & Darrah

P. O. Box 533

Chickasha; OK - 73023

Mona Lambird

Robert J. Troester

Andrews Davis

500 W. Main

Oklahoma City, OK 731023

Larry D. Henry, Esq.

Arrington, Kihle, Gaberino & Dunn
1000 ONEQOK Plaza, 100 W. 5th St.
Tulsa, OK 74103

Ronald Main, Esq.
P. O. Box 521150
Tulsa, OK 74152-1150

A. Martin Wickliff, Jr., Esq.
Wickliff & Hall

1st Interstate Bank Plaza

1000 Louisiana Street, Suite 5400
Houston, TX 77002

Paul D. Brunton
610 S. Main Street, Suite 312
Tulsa, OK 74119-1258

Kenneth G.M. Mather

4100 Bank of Oklahoma Tower
One Williams Center

Tulsa, OK 74172-0141

.

Marilyn M. Wagner




IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF OKLAHOMA

VALERIE ANDERSON, Individually,
Plaintiff,

vs. Case No. 94-CV-665-H
EZPAWN OKIE, INC., an Oklahoma
corpecration; and EZPAWN, a
Texas corporation,

)
)
)
)
)
)
)
)
)
)
)

Defendanti;

JOINT STIPULATION QF DISMISSAL WITH PREJUDICE

COMES NOW the Plaintiff, Valerie Anderson, and the
Defendant, EZPawn Oklahoma, Inc., and, pursuant to Rule 41(a)(1l) of
the Fed.R.Civ.P., jointly stipulate to a dismissal with prejudice

of the above styled cause.

U

Timothy P. Cla.ﬂﬁi

Of the Firm:

RICHARDSON, STOOPS & KEATING
- 6846 South Canton, Suite 200
‘"ylsa, Oklahoma 74136

(918) 492-7674

ENTERED ON DOCKET
pate_MAR 2 n 1995

ATTORNEYS FOR PLAINTIFF, VALERIE

HASTIE AND STEINHORN

3000 Oklahoma Tower

210 Park Avenue

Oklahoma City, Oklahoma 73102
(405) 239-6404

ATTORNEYS FOR DEFENDANT, EZPAWN
OKIE, INC.

MDBAD-F\EZCORP\ANDERSON\DISMISS.J8



ENTERED oe’ Q%KET
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF OKLAHOMA WAL 17 1995
VIR

SUSAN R. TAYLOR, Richard M. Lawrence, Clerk

Plaintiff, U.S. DISTRICT COURT

V.
No. 94-C-1040-K
WARD PETROLEUM COMPANY, and
WARD GAS SERVICES, INC., a
wholly-owned subsidiary of
Ward Petroleum Company,

Defendants.

DISMISSAL WITH PREJUDICE

Plaintiff, SUSAN R. TAYLOR, and Defendants, WARD PETROLEUM
CORPORATION (improperly designated as Ward Petroleum Company), and
WARD GAS SERVICES, INC., pursuant to Federal Rule of Civil
Procedure 41, hereby stipulate and agree to the dismissal with
prejudice of said cause, all iﬁsues therein presented having now
been compromised, settled, satisfied, and released between the
parties. The parties agree that the Court shall retain
jurisdiction to resolve any future disputes which may arise in
connection with the settlemenﬁ@agreement executed by the parties.

Each party shall bear its own ¢osts, expenses, and attorney fees.

\\
MzdéZ;éQ/ *ftﬁkmwﬁf ,/yL KZ%AWL’

Willidam D. Toney, OBA #9060 Janet M. Reasor

Randall G. Vvaughan, OBA # 321 S. Boston, Suite 917
Kevin P. Doyle, OBA #13269 Tulsa, OK 74103

PRAY, WALKER, JACKMAN, (918) 583-2838
WILLIAMSON & MARLAR :
900 ONEOK Plaza : Attorney for Plaintiff
100 West 5th Street '

Tulsa, OK 74103-4218

(918) 581-5500

Attorneys for Defendants

EXI![EII "e "



ENTERED ON DOCKET

ATEMAR 1 7 199
IN THE UNITED SI'ATES DISTRICT COURT FOR THE
NORTHERN DISTRICT OF OKLAHOMA
RADCO, INC., -7
Plaintiff, MAR 17 1865
V.

93-C-01 102%/

MOHAWK STEEL COMPANY INC., el al.,

St e e N N Nt N et Nt

Defendants.

D STATES MAGISTRATE JUDGE

This report and recommendation addresml)efendant’s Motion for Summary Judgment of

et #11). Both invalidity and unenforceability

Patent Invalidity and Unenforceability (
are addressed separately, below.
L Invalidity
Defendant contends that Plamnﬁ’sUS Patent No. 5,078,857 ("the 857 patent”) is
invalid on three grounds: |
a. Plaintiff offered for sale and sold the patented invention to AMOCO Oil
Company and AMOCO placed it in commercial use more than one (1) year

before the *857 patent app!icat:on,

b. Defendant, Foster Wheelef SA Corp. offered the patented invention for sale

on two separate occasio: __'pre than one (1) year before the filing date of
the '857 patent application; and

c. Foster Wheeler USA Corp.'bt It and sold a virtually identical heater in 1964.

Each is discussed infra.



s

A Experimentation
Plaintiff asserts that construction of the double-fired coker heater was initially an

experimental undertaking and not a commercial use. Says Plaintiff:

cannot be determined in a test laboratory.
Without the commitment of an of a $200,000,000 refinery structure in which
the $3,000,000 coker heater be installed, no coker heater could ever be
adequately tested. Conversely, the inventor of a $3,000,000 coker heater needing
a $200,000,000 refinery structure o test his invention is in no position to dictate
terms of control over the coker heater or the refinery to the owner of the
$200,000,000 facility. Plaintiff’s Response Brief at p. 24.

Whether or not a coker heater wo

Defendant’s reply is straightforw . AMOCO paid RADCO "at least $3,500,000 for
that heater." Defendant’s Opening Brief, at p. 3, Material Fact No. 10. "The heater was
installed at AMOCO’s refinery in May 1985’;: and beginning at least as early as August 1987,
following a two-month trouble-shootingfﬁéﬁod, AMOCO successfully used that heater in
the commercial operations of its J:eﬁrxerjr.'_“"= Defendant’s Opening Brief, at p. 3, Material Fact
No. 11. Defendant also notes that "AMOCO had complete control over the heater once it
was delivered by RADCO and considered the heater as a ‘purchased piece of equipment’.
Defendant’s Opening Brief, at p. 3, Material Fact No. 12.

Responsively, RADCO points to a ﬁqllecﬁon of facts, consisting of AMOCO reports,

Fluor engineer, to the effect that AMOCO fully

including that of an independently-rets
realized that the RADCO design was diffe 1t from that of a single-fired coker heater, with

relatively unpredictable results vis-a-vis tun length. In this regard, the only certainty

seemed to be that a double-fired desigii'would not operate any less effectively than its

single-fired predecessor. See, RADCO "Radco’s Dispute of Defendant’s

Facts", Fact Nos. 26, 27, 32, 33, and 35.



RADCO further observes that it requested, and AMOCO agreed, "to install many
more additional data monitoring points on the Whiting heater than normally installed in
delayed coker heaters." RADCO notes that the original four (4) ﬂmermocouples were
ultimately increased to a total of fifty-two (52). See, Radco’s Response Brief, "Radco’s
Dispute of Defendant’s Facts", Fact Nos. 36, 37, & 38.

RADCO argues that both it and AMOCO adhered to an implied agreement that
RADCO would have access to the delayed '-éoker-heatex, enabling it to monitor operating
data for evaluative study of the unit. See, Radco’s Response Brief, "Radco’s Dispute of
Defendant’s Facts", Fact Nos. 40, 41 & 42.

B. Sale by Foster-Wheeler

Defendants assert that in November 1982 "Foster Wheeler Energy Corp., a
predecessor of Foster Wheeler USA Corp., submitted a proposal to Texaco Corp. ... offering
to sell a double-fired heater for use in & delayed-coking process at a lump-sum fixed
price..." Defendants’ Opening Brief, at p. 4, Material Fact No. I19. Defendant further opines
that "The Texaco/Fluor heater meets all of the limitations of claims 1-3 of the '857 patent.”
Id.

Defendants also point out that "{fJn November 1985 Foster Wheeler USA Corp.
submitted a proposal to AMOCO offer_ing'lto sell a double-fired heater for use in a coking
process..." Id. at Material Fact 17.

Plaintiff contests the assertion that the proposals developed by Foster Wheeler (by
and through its predecessors) meets the clnims limitations of Claims 1-3. RADCO counters:

Contrary to paragraph 19 of ﬂmfendams’ Statement of Facts and the Kraus
Declaration (Def. Ex. 3), the double-fired delayed coking heater offered by Foster

3



Wheeler to Texaco on November 30, 1982 does not meet the limitations of claims
1-3 of the ’857 patent (S. Melton Dep. pp. 287-290).

(a) The heater offered to Texsco contains two separate passes through the
radiant section of the heater and not:

..a vertical tube bank between and spaced apart from opposite side walls of
i i i ock is transported, said tube bank

Response Brief, "Radco’s Defendant’s Facts", Fact No. 64(a).

The significance of Defendants’ coni&ntion is simple. If Foster-Wheeler’s predecessor
offered for sale a double-fired delayed cokéfr heater meeting the claims limitations set forth
in the ’857 patent then, argue Defendant's,--ghe patent is invalidated, citing Paragon Podiatry
Laboratory, Inc. v. KLM Labs, Inc., 984 ?2& 1182 (Fed. Cir. 1993). Plaintiff takes issue

with the citation, observing:

| with the issue, but merely references in a
.y, United States, supra. In the overwhelming
Hiee has been found to exist before an on-sale bar

Paragon supra does not really de
footnote UMC Electronics Compg
majority of cases, reduction to

has been found. Only in a min ' by of cases emanating from the 2 to 1 decision in
UMC...has any departure from thé "reduction to practice” been allowed. Even then
elimination of the reduction to prietice standard occurs only when dictated by four

policy standards set forth in those eases...Those policy standards are not satisfied by
the facts in this case. First of all, the public could not have believed that double
fired coker heaters were freely ble to all as a consequence of prolonged sales
activity since there was not ' sales activity. In fact, Radco’s prototype was
the only one that had ilt... (Emphasis added.), Plaintiff's Response
Brief, at p. 32.

C. Foster Wheeler’s Sale in

Defendants charge that "[i]n 1 , Poster Wheeler Corporation, a predecessor of

Foster Wheeler USA Corp., sold and ins s¥ied a double-fired vacutum heater for Standard Oil

of California”. Defendants argue that “felxcept for the statement of intended use in the

4



preamble of claim 1 of the ’857 patent, the double-fired vacuum heater built for Socal in
1964 meets all of the limitations of claims 1-3 of the *857 patent." Defendants’ Opening
Brief, at p. 5, 9 (21.).

Plaintiff responds, observing '-'[t]l'_)_;e double-fired vacuum heater sold by Foster

Wheeler to Socal in 1964 was not a delayed coker heater." Plaintiff’s Response Brief, at p.

11, "Radco’s Dispute of Defendant’s Facrs';;" Fact Nos. 48, 52, 53, 54 & 55.

D.  Analysis of the Invalidity Issues

Analysis of any Rule 56 motion for summary judgment begins with a discussion of
the applicable standard of review. The .;Federal Rules of Civil Procedure provide that
summary judgment is appropriate when the documentary evidence filed with the motion
"show[s] that there is no genuine issue_ asto any material fact and that the moving party
is entitled to judgment as a matter of laﬁ." Fed.R.Civ.P. 56(c). The court’s inquiry is to
determine "whether there is the need for::a trial -- whether, in other words, there are any
genuine factual issues that properly can be resolved only by a finder of fact because they
may reasonably be resolved in fact of elther paﬁy." John Hancock Mutual Life Ins. Co. v.
Weisman, 27 F.3d 500 (10th Cir. 1994), citing, Anderson v. Liberty Lobby, Inc.,, 477 U.S.
242, 250, 91 L.Ed.2d 202, 106 S.Ct. 250_5 (1986).

The moving party bears the n‘utlal bt:rden of demonstrating the absence of a genuine
issue of material fact on its claim(s). Rnle 56, however, imposes no requirement on the
moving party to "support its motion mthafﬂda\nts or other similar materials negating the
opponent’s claim." John Hancock Mu:ual Life Ins. Co., supra, citing, Celotex Corp. v. Catrett,

477 U.S. 317, 323, 91 L.Ed.2d 265, 106 5.Ct. 2548 (1986).



Once the moving party has propetly supported its motion for summary judgment,
the nonmoving party may not rest upon mere allegations or denials, but must set forth
specific facts showing a genuine issue for trial, relying upon the types of evidentiary
materials contemplated by Rule 56. Fed.R.Civ.P. 56(e). The court reviews the evidence on
summary judgment under the substantive law and based on the evidentiary burden the
party will face at trial on the particular claim. John Hancock Mutual Life Ins. Co. v.
Weisman, 27 F.3d 500, 503 (10th Cir. 1994) citing, Anderson v. Liberty Lobby, Inc., 477
U.S. 242, 250, 91 L.Ed.2d 202, 106 S.Ct. 2505 (1986). See also, Farthing v. City of
Shawnee, 39 F.3d 1131 (10th Cir. 1994).

Here, Defendants point to three basic issues, contending that each, apart from the
other, renders the ’857 patent invalid.

1. Experimental versus Commercial Use

Applying the Rule 56 standard, the undersigned finds that there remains a genuine
issue as to a material fact. A "material fact” is one "that might affect the outcome of the
suit under the governing law". Farthing v. City of Shawnee, 39 F.3d 1131 (10th Cir. 1994).
A "genuine issue" is one where "the evidg;lce is such that a reasonable jury could return a
verdict for the nonmoving party.” Faﬂﬁing v. City of Shawnee. supra (10th Cir. 1994).

Specifically, the testimony and mdence now before the court reflect the fact that
the "device" at issue is not amenable tm "laboratory experimentation”. To determine
whether the questioned device is able tobe commercially successful it must, in effect, be
placed into operation in the commereial ‘environment. This, of necessity, requires a

significant financial investment. That the investment was made, raises a question of



o

commercial versus "experimental" use, but does not resolve the question whether "a
reasonable jury could return a verdict” to t’i-'le.contrary. The nature of the undertaking must
itself be taken into account when apply'ing otherwise sterile principles of law.’

The evidence is plain that assurances were made to AMOCO that the RADCO unit
would function as well as a single-fired coker heater, with the promise of better results for
being "double-fired". A jury could reasanably infer that AMOCO was willing to accept a
$3.5 million single-fired coker heater, hoj)mg that the experimental double-fired structure
would work as promised. Thus, it is entirely possible that AMOCO was effectively
purchasing a single-fired coker heater with a double-fired configuration, figuring, even at
worst, it would still have the functional equivalent of a single-fired heater.

Facts giving rise to the question r;include: “fifty-two tube skin thermocouples...
ultimately placed on feedstock tubes..." Bmg nse Brief, 1(38.) at p.9); a course of dealing
between RADCO and AMOCO which allowed RADCO personnel continuing access to the
double-fired coker heater after sale and installation (Response Brief, 1(42.) at p.10); a
continuing exchange of operating data oﬁ.-the performance of the double-fired coker heater
(Response Brief, 1(41.) at p.10), among others.

Defendants, however, place too much emphasis on a literal reading of Paragon. In
Paragon, the court addressed a number of factors, part of the commercial-versus-experiment

analysis. These factors include, sales within a "commercial environment", the inventor’s

! History is replete with examples of vast cperimental wndetakings. Howard Hughes built the world’s largest airplane, The Sprice Goose
which only flew once. Billions were spent to launch simiaris s gpace, in advance of the first manned spaceflight  Millions were spent in
develaping the prototypes for the now-accepted F-22 (then the 42 and X-23) fighter aircraft. Robert Fulton had to build a full-scale version
of his steambout, experimental though it was, and dubbed "Fuuliow’s Folly". The list consinues. Sealab, Spacelab, Mir, Biosphere and other such
undertakings dot human history. Money alone does nos dictase the ouicome of experimenial versus commercial use, at issue here.

7



subjective intent to ‘experiment’, control by the inventor, and the inventor’s disclosure of
the experimental nature of the goods. - Paragon, supra, at 984 F.2d 1187. The issue as
resolved by the Paragon court, however, is distinctive from that now before this court.

In Paragon, the court was faced with an inventor, who in response to litigation, had
filed an affidavit in which he averred that the undisclosed purpose behind some 300
individual sales was "experimental”. Id. at 1186. In walking through the Qaundry list’ of
elements, the court was in reality raising up "straw men” and systematically knocking them
back down. It found no "experimental” purpose in a scenario in which 300 individual sales
had been made to medical professionals of a medical device accompanied by the
representation that "The Omniflex is the eulmination of extensive research and exhaustive
clinical testing." As the court aptly noted, "Paragon represented to doctors and their patients
that the Omniflex units were fully tested devxces" Id at p.1 188.

More to the point, the facts in Pafagon distinguish that case from the case at bar.
Here, there were not 300 individual sales Nor were there affirmative representations to
the effect that the double fired delayed cﬁker heater technology was "exhaustively” tested.
Nor were multiple devices sold with "a lifetime guarantee”, as was the case in Paragon.

Instead, a single unit was proposéd and fabricated. No such unit had ever been
constructed, much less sold, before. 'i‘he peculiarities of the device compelled its

construction and testing be undertaken simultaneously within the confines of an existing

oil refinery. No other venue would have
double fired delayed coker heater rmght Qualify as a form of exotic modern art -- an

interesting collection of tubes, pipes ¢bils, but otherwise entirely functionless. It



attained its life and function only as an mtegral part of an already extant and operating oil
refinery -- not an inexpensive venue, but in no wise equivalent to the “"commercial
environment" described in Paragon. The placement of multiple commercially unnecessary
sensors, access to the unit after mstallaﬁon,’ and close monitoring of its performance,
coupled with an "understanding” betwee_n_:.f: RADCO and AMOCO as to its "developmental”
nature,? raises, under the facts of this case a genuine issue of material fact, to-wit: was the
double fired delayed coker heater an “exﬁe,_rimental" undertaking?

Accordingly, the undersigned ﬁnds that a genuine issue of material fact exists

regarding the commercial versus experimental use of the double-fired coker heater installed

at the AMOCO refinery at Whiting.* Deféi_n_fdants’ Motion for Summary Judgment, should,

therefore, be denied, on this issue.

2"/ﬂla::cs'.s"‘to:heunirbyRA.DCCJ personnel, can, under thise clrcumstances, be equated with "corurol. Clearly, AMOCO bought the unit
Just as plainly, however, AMOCO realized that a double fired unit would at least work as well as single fired unit. The question was, would
it work better? Because AMOCO had to "change out” its existing voker heaiers in order to accommodate greater volumes, it effectively took a
gamnble by investing in double fired delayed coker technology. AMOCO acknowledged that it was "new”, but also realized that it would function
at least as well as the old single fired unit. o

3 See, ., Plaintif's "Exhibis 3', Depositon of Shannon Mebor, at page 143
* Note the approval by the court in UMC Electronics v, T F.24 647 (Fed Cir. 1987), of “totality of circumstances” language, citing

Western Marine Elecs, Inc. v, Furuno Elec, Co., 764 F.2d 840, 84€ (Fed.Cir. 1985):

Rigid standards are especially unsuited to the on st where the policies underlying the bar, in effect, define it. [citations
omitted.] As a resull, this court has been careful 4 avold avecting rigid standards of section 102(b)...

It is @ matter of common understanding thas the sudy practice and application of the law to the world of human endeavor is not
scientific. No two set of facts are alike; neither are any wo beings. To apply rigid rules of construction to devices whose construction
necessarily requires an undertaking by a third party, such as b lgnore the diversity of circumstances which must, in the course of human
dealings, be addressed. Neither RADCO nor AMOCQ actually what would happen when the double fired delayed coker heater technology
was applied over time. A key question was whether a double ielayed coker heater would require as much "down time” as a single fired
heaser. In order to answer that question, the device actually operate. And to answer the question in “real time”, it had to operase in a
functioning refinery. Only afier it had "broken the singie fired coker heater records” could one begin to reasonably say that it had been "tested'.
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2. Sale by Foster-Wheeler in 1964/Offer for Sale in 1982/1985

Defendants move for summary jud@ment, asserting that Defendant Foster-Wheeler
offered to sell a device all-but-similar to that subject of the instant action prior to
September 13, 1987, the "critical date". Foster-Wheeler asks the court to consider its offers
of 1982 (to TEXACO) and 1985 (to AMOCO) as a basis for invalidating the ’857 patent.
See, Defendants’ Opening Brief, at p.20.

Again, the issue for the court at this stuge is whether "the evidence is such that a
reasonable jury could return a verdict for the non-moving party."

The court is asked to decide, at this juncture, that the proposals made by Defendant
Foster-Wheeler, were effectively the same design as is now subject of the ’857 patent.
RADCO’s statement of disputed facts contain the following assertions:

a. Foster-Wheeler had not previously, nor has it to this date actually constructed and
brought “on-line" a double-fired coker heater;

b. Foster-Wheeler’s 1964 double-fired design was for a vacuum heater;

c. Foster-Wheeler's 1982 prapa;sal contains a 26 different description than that
subject of the patent-in-suit,

The resulting inquiry is straightf_ ywward. Are these assertions sufficient, both in and
of themselves, or in conjunction with other facts, to defeat the pending Rule 56 Motion?
A "material fact" is one "that might affect.the outcome of the suit under the governing law".
Farthing v. City of Shawnee, 39 F.3d 1131- (10th Cir. 1994).

The facts before this court reference both document and deposition testimony. That

testimony per se raises a genuine issue of material fact. For example, "Exhibit 17", to

Plaintiffs Response (entitled "Process Design Report”) at page nine (9), contains the

10



following statement:

Two types of coking furnaces will be considered: (1) the typical single fired design,
and (2) a new double fired design. The single fired furnace has two banks of tubes,
one on each box wall, with one row of floor burners between the banks. The tubes
are heated on one side. The double fired furnace has one bank of tubes in the
center of each box. There are floor burners on each side of the bank so that the
tubes are heated on both sides.

Because of plot plan space limitations, the single fired furnace will be restricted to
00 more than two boxes. The double fired furnace can be designed with four boxes.

Double fircd furnaces have been used extensively in petrochemical and
hydrocracking processes, but have not yet been tried in a coking unit. Some of the
benefits of the double fired design are expected to be:

a. Flux densities are low, and Itelnperature around the tube are more uniform
because the tubes are heated on both sides.

b. With low fluxes, residence time above 800 degrees F, a criteria to measure
coking in the furnace, is reduced. .o

c. Furnacé fouling and coking are reduced and run lengths are longer.

d. With four boxes, each box will be capable of being isolated from the other
three. This allows one box to be removed from service for — steam — air
decoking or maintenance while keeping all four drums in service.

“Exhibit 17" was prepared in 1986 by AMOCO personnel. Notable is descriptive use

of the word "new" as applied to the daue fired coker technology.

"Exhibit 18" is similarly revealing:

The proposed new coking furnace is of a design previously not utilized in the
delayed coking process but widely used in the petrochemical industry for pyrolysis
furnaces. Based on discussions with R&TE and representatives of Radco Process
Heaters, Inc., it has been determitied that the proposed design is feasible both from
process and construction standpoints. These design features are recommended to
maximize furnace performance, #nd to minimize construction costs and unit
downtime. '

11



There is little doubt, but that the design proposed by RADCO, and later installed,
was "new" to the delayed coking processf "Exhibit 16" is confirmatory. Within this
December S, 1985 memorandum, is a discussion of the various proposals received by
AMOCO for a "new" delayed coker heater, At page AOC 100003 is found the following
observation of Foster Wheeler’s prior experience with double fired heaters:

Experience level with Double Fired heaters mainly reactor feed heaters. They

designed two (2) vacuum furnaces for Chevron at their El Segundo, California

Refinery, in operation since 1964.

While the court cannot do more than note the evidence before it, that evidence is
plain: a vacuum heater and a reactor feed heater are not delayed coker heaters.’

Accordingly, the undersigned finds that there remains a genuine issue of material

fact as to the issues asserted by Foster Wheeler that it has both previously sold such

> See, e.g, Plaintiff's "Exhibit 7", the attached letter of August 7, 1987ﬁ'omS.C. Pierce, wherein he refers 1o the RADCO undertaking using
the description, "...the uniqueness of this application..”

GDcﬁmdmuinchdcat"Eﬂlibitw"aMS, IMSWMM Shannon Melton to Sam Johmson. The letter is evidenly among the
first contacts RADCO had with AMOCO in an astempt to persuddé AMOCO that double fired sechnology can be applied 10 the delayed coking
process. Defendants point to the language at page three of that leiser:

.double firing Is a well documented and well tested yolition to virtually svery problem that delayed coking presented.

The undersigned notes that the sentence at issue is one which must be viewed in context with the surrounding words. Says Mr. Melion
in the preceding paragraph:

In addition to the theoretical advantuges already discussod...ft]his technique can be demonstrated as highly superior... (Emphasis
added. )}

And in the seniences following:

There is no known negative aspect to the application of double firing to delayed coking. (Emphasis added. )2

Plainly, Melton, an engineer, is describing a prospectiyg application. Specifically, he is describing the application of a known principle,
i.e., "double firing’, 10 a known process, i.e,, "delayed coking’, ashwing that the marriage of the two would be unigue solurion to the problems

previously encountered in application of single fired technology. “He is not describing previously built or designed double fired delayed coker
heaters. There were, in fact, no such units in existence.
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heaters, and that it has designed and offered for sale such a heater.” Defendants’ Motion
for Summary Judgment should be denied on these issues as well.

II. Unenforceability

Defendants assert that the conduct of counsel, in prosecuting the ’857 Patent
Application, was "inequitable". As a result, they contend that the ’857 Patent is
unenforceable. See, Defendanis’ Qpening Brief at p. 12 et seq.

The facts in this case speak for themselves, giving life to the law cited by both
parties. In this case, the original patent application was filed by Mr. Edward Bowman. In
his application, and in surrounding supporting documents (a letter and memorandum), Mr.
Bowman affirms his knowledge of the AMOCO sale. He also acknowledges that "you have
good arguments that at least until October of 1987, or at least about until the end of June 1987,
the use was, in fact, a necessary period of temg" Defendants’ "Exhibit 7.

At issue, then, is the question raised by Defendants, that information was
deliberately withheld from the Patent Office with intent to mislead.

Defendants cite Paragon, supra, a‘t39é4 F.2d 1192. A close reading of the court’s
holding at page 1192 of the reported oﬁﬁon discloses the following:

A party charging inequitable cm:dmtmaymake a prima facie case by showing an

unexplained violation of the duty of candor. In a responsive denial, the patentee

may set forth facts Whlch show that under the particular circumstances as the

feeived them, an inference of wrongful intent
for example, their good faith mistake in the

should not be drawn. Facts

7 Indeed, it would appear that RADCO has successfully vebitsted Foster-Wheeler's assertion that it had designed and buils double fired
heaters of a like kind, purpose and design. The submissions befé ¢ the court indicase that double fired technology existed in other realms, bus
had never before been applied to the delayed coking process. MMWM&Mdoubkﬁedlx}mobmbwhadmmppMHmme
delayed coking process. The submissions before the court plain that there is a distinctive difference between different types of heaters,
even those using similar technologies. The processes employedt w differens, as are the physics of the device, ie., different temperatures, flow
rates, flux ctc. Foster Wheeler's proposed design was distinctive i that proposed by RADCO. Plainiff's "Exhibit 16", referenced above, makes
it clear that AMOCO noted a significant difference betweent the divign proposals. This, in and of itself, creates a genuine issue of material fact.
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laworthefactsormemneg]igehbemaybemoughtoraiseagenuinedjspute.
(Emphasis added.)

The Paragon court went on to explain that absent explanation, evidence of a
"knowing failure to disclose” "supports an inference that the inventor’s attorney intended
to mislead the PTO." In that case, howwer, as noted earlier, more than 300 individual
sales were made of a medical instrument prior to the critical date. The sales were made
"with a lifetime guarantee”, accompaniéﬂ by the assertion that the devices had been
"exhaustively clinically tested". Faced with this scenario, the Paragon court had little choice
but to conclude that the attorney’s proat’ion regarding his failure to disclose did not -
raise a genuine issue of material fact. This was especially cogent given that the attorney
admitted that he had, in fact, "seen the promotional material and knew that the sales were
unrestricted and that no testing records were maintained.” Paragon, supra, at 984 F.2d
1193.

Here, the facts are far different. One attorney started the process. He then left the
firm, to be replaced by another. In his op_'ehing letter, Mr. Bowman acknowledges his belief
that disclosure should be considered, but also noted that a good faith argument can be
made for experimental use, perhaps evenas late as October of 1987. The attorney was not
faced with advertising blatantly commeféial in its presentation.

There were not 300 individual salas

No promotional materials were ely circulated to the public claiming a "lifetime

guarantee" and "exhaustive clinical te f? .
To the contrary, AMOCO and 0 acknowledged that double fired technology

was a "new” use in the delayed coking process.
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In sum, there is indeed a genuine issue of material fact. This conclusion is
supported in part by the court’s foregoing toficlusion, that a genuine issue of material fact
exists regarding the question of "experimeﬁal use". Distinctive from Paragon, there is no
"overriding pattern of misconduct” by Plaintiff’s attorneys. To find "culpable intent” on the
record before it, the court would be required to ignore its own conclusions, that there is,
indeed, a genuine issue of material fact as to the question of experimental use. A lawyer
who makes a "judgment call" against disclosure, given the facts of this case, is not one, who
absent more, is actively attempting to mislead. The decision was a "judgment call",
arguably made in good faith. It is not beyond the facts of this case to suppose that a jury
could not "return a verdict for the nombﬁng party."

Given the foregoing, the underslg*ned does not find facts here, as were present
before the court in Paragon. A genuine msue of material fact remains as to the question
of counsel’s intent and conduct in prosecuting the Patent without disclosing the prior single
sale.

Accordingly, the undersigned recommends that Defendants’ Motion for Summary
Judgment on the question of unenforceability also be denied.

Any objections to this Report an&f--'iﬂ;:ecor'nmendation must be filed with the Clerk of
Courts within ten (10) days of the receipt of this notice. Failure to file objections within

the specified time waives the right to appeal the District Court’s order.’

8 See Moore v. United Siates of America, 950 F.2d 656 (104 Cir. 1991).
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Dated this l ; tay of

S—

AYES MAGISTRATE JUDGE
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IN THE UNITED STATES DISTRICT COURT FOR THF I L E D
NORTHERN DISTRICT OF OKLAHOMA MAR 1 ~ 1995

JAMES JACKSON, Rlchard M. Lawrence, Clerk

DISTRICT COURT

Plaintiff, NWWHHNHNUOFMUWMA

vs. Case No. 94-C-111-BU

ROB EDEN, et al.,

HELL T E
oare T8 188;

ATE
fﬂ’u Bt '1 I

FITATY

Defendants.

JUDGMENT

This matter came before ;h@ Court upon the Motion for Summary
Judgment filed by Defendants Reob Eden, Emmett Eads and the Oklahoma
Department of Human Services and the Motion for Summary Judgment
filed Defendants Rob Eden and Emmett Eads, and the issues having
been duly considered and a deéision having been duly rendered,

IT IS ORDERED, ADJUDGED AND DECREED that judgment is entered
in favor of Defendants, Rob'Eﬁen, Emmett Eads and the Oklahoma
Department of Human Services, against Plaintiff, James Jackson.

—
DATED at Tulsa, Oklahoma, this Lﬁ day of March, 1995.

-

MXCHAEL BURRAGE’
ﬂNITED STATES DISTRICY JUDGE



IN THE UNITED STATES DISTRICT COURT FOR T}E& I L E D

NORTHERN DISTRICT OF OKLAHOMA
MAR 1 ¢ 1995

Richard M. Lawrance, Clark
. 8. DISTRICT COURT
MORTHERN DISTRICT OF QOKLAHOMA

JAMES JACKSON,
Plaintiff,
Case No. 94-C-111-BU

vs.

ROB EDEN, et al.,

1_. .-';"" ""'l

i\ \ 7 \995

Defendants.

paTdh

Sl]!]@lﬂll

This matter comes before the Court upon the motion of
Defendants, Rob Eden and Emmett Eads, for summary judgment pursuant
to Rule 56, Fed. R. Civ. P, Plaintiff, James Jackson, has
responded to the motion and Defendants have replied thereto. Upon
due consideration of the parties' submissions, the Court makes its
determination.

In February, 1992, Plaintiff, a black male, applied for the
position of social work assistant for the Oklahoma Department of
Human Services in Washington County, Oklahoma. Plaintiff was not
selected for the position. Plaintiff thereafter commenced this
action against Defendants, RoﬁfEden, Emmett Eads and the Oklahoma
Department of Human Serviceg; pursuant to 42 U.S.C. § 1981,
alleging that he was not selected for the social work assistant
position because he was black}and/or because he wag male. In an
Order dated January 20, 1995,.£hie Court entered summary Jjudgment
in favor of Defendant, Oklahdm& Department of Human Services, and
Defendants, Rob Eden and Emmett Eads, in their official capacity,

on Plaintiff's section 1981 claims for race and sex discrimination



and entered summary judgment in favor of Defendants, Rob Eden and
Emmett Eads, in their individual capacity, on Plaintiff's section
1981 claims for sex discrimination. As to Plaintiff's section 1981
claims for race discrimination, the Court granted summary judgment
to the extent Plaintiff sought relief under a disparate impact
theory but denied summary judgment to the extent Plaintiff sought
relief under a disparate treatment theory. The Court, however,
granted Defendants leave to file another summary judgment motion
addressing the disparate treatment theory. On February 6, 1995,
Defendants filed the instant motion.

Initially, the Court notes that Plaintiff, in response to
Defendants' motion, re-urges his position that Defendant, Oklahoma
Department of Human Services, and Defendants, Rob Eden and Emmett
Eads, in their official capacity, are not immune from suit under
the Eleventh Amendment. The Court, however, again finds that
Plaintiff's position is without merit. Defendant, Oklahoma
Department of Human Services, is a state agency. Defendants, Rob
Eden and Emmett Eads, are officials of that agency. Absent a
waiver or a congressional abrogation of immunity, a state and its
agencies are immune from suit under the Eleventh Amendment.

Pennhurst State School & Hosp. v, Halderman, 465 U.S. 89, 100, 104

S.Ct. 900, 908, 79 L.Ed.2d 67 (1984); Ramirez v. Oklahoma Dept. of

Mental Health, 41 F.3d 584, 588 (10th Cir. 1994). State officials
who are sued for damages in their official capacity are also immune
from suit as a Jjudgment agaﬂnst the public servants in their

official capacity imposes liéhility on the entity they represent.



Kentucky v. Graham, 473 U.S. 1589, 169, 105 S.Ct. 3099, 3107, 87
L.Ed.2d 114 (1985). The State of Oklahoma has not waived its
Eleventh Amendment immunity. . Okla. Stat. tit. 51, § 152.1(B);

Nichols v. Dept. of Correctiong, 631 P.2d 746, 749-51 (Okla. 1981).

Nor has Congress abrogated Eleventh Amendment immunity in 42 U.S.C.

§ 1981. Freeman v. Michigan Dept. of State, 808 F.2d 1174, 1178-79
(6th Cir. 1987); Morris v. State of Kan., Dept. of Revenue, 849

F.Supp. 1421, 1426 (D.Kan. 1994).' Therefore, the Court finds that
Defendant, Oklahoma DepartmentLof Human Services, and Defendants,
Rob Eden and Emmett Eads, in their official capacity, are immune
from suit on Plaintiff's section 1981 claims pursuant to the
Eleventh Amendment.

As set forth in the Court's Order of January 20, 1995, the
Supreme Court enunciated a scheme of proof for establishing
intentional racial discrimination under a disparate treatment

theory in McDonnell Douglas Corxp. V. Green, 411 U.S. 792 (1973).

Under the McDonnell Douglag analysis, a plaintiff must first
establish a prima facie case of discrimination. McDonnell Douglas,
411 U.S. at 802. In the January 20, 1995 Order, the Court,
construing Plaintiff's pleadings liberally, found that Plaintiff

had sufficiently pleaded a prima facie case. Satisfaction of the

'plaintiff has argued in hie brief that Defendant, Oklahoma
Department of Human Services, has walved Eleventh Amendment
immunity by receiving federal assistance and by participating in
federal programs. However, the mere receipt of federal funds and
participation in federal programs cannot establish a waiver or a
consent to suit in federal court. Atascadero State Hospital v.
Scalon, 473 U.S. 234, 246, 10% S.Ct. 3142, 3149, 87 L.Ed.2d 171
(1985) .




—
prima facie case creates a presumption of discrimination. st.
Mary's Honor Center v. Hicks, U.Ss. , 113 s8.Ct. 2742,

2747, 125 L.Ed.2d 407 (1993).

Once the plaintiff has established a prima facie case, the
burden of production shifts to the defendant to rebut the
presumption. Id. A defendant can meet this burden by articulating
a legitimate, nondiscriminatory reason for the employment decision.

Id. The defendant's explanation of its legitimate reason must be

clear and reasonably specific. 7Texas Dep't of Community Affairs v.
Burdine, 450 U.S. 248, 258, 101 S.Ct. 1089, 1095, &7 L.Ed.2d 207